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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

DREW ESTATE HOLDING COMPANY,
LLC,
Opposer,

v Opposition No. 91200001

FANTASIA DISTRIBUTION, INC.,
Applicant.

United States Patent and Trademark Office
Trademark Trial and Appeal Board

P.O. Box 1451

Alexandria, VA 22313-1451

MOTION TO STAY SUPPLEMENTAL FILING

Opposer submits the federal complaint in suppdrithe motion to stay filed on

July 11, 2011.

Respectfully submitted,

Date: August 3, 2011 _/s/ Tashia Bunch Henderso
ROBERTA JACOBS-MEADWAY, ESQ.
TASHIA BUNCH HENDERSON, ESQ.
DESIREE WILFONG, ESQ.

Eckert Seamans Cherin & Mellott, LLC
1717 Pennsylvania Avenue, NW

12th Floor

Washington, DC 20006

(202) 659-6675

(202) 659-6699 (facsimile)
thenderson@eckertseamans.com

ATTORNEYS FOR OPPOSER



CERTIFICATE OF SERVICE

The undersigned hereby certifies that a copy effthegoing MOTION TO STAY
SUPPLEMENTAL FILING has this 3rd day of August, bemailed by prepaid first class malil
to the below-identified Attorney at his/her pladéasiness:

David Oskin

Caliber IP, LLC

150 N Michigan Ave Ste 2800
Chicago, IL 60601-7586

/s/Tashia Bunch Henderson
Tashia Bunch Henderson
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UNITED STATES DISTRICT COURT
SOUTHERN DISTRICT OF FLORIDA

CASE NO.:

DREW ESTATE HOLDING COMPANY LLC,
Plaintiff,
V.
FANTASIA DISTRIBUTION, INC.,

Defendant.

COMPLAINT FOR UNFAIR COMPETITION

Drew Estate+ ROGLQJ &RPSDQ\ //& 3 UHZ (VWDWH" RU 330DLQW

XQIDLU FRPSHWLWLRQ DJDLQVW )DQWDVLD '"'LVWULEXWLRQ ,(
PARTIES

1. Drew Estate Holding Company LLC is a limited liability company organized and
existing under the laws of Delaware, located and doing business at 12415 $\W&B6e
Suite 6, Miami, FL 33186.

2. Upon information and belief, Defendant Fantasia Distribution, Inc. is a California
corporation located at 1556 West Embassy Street, Anaheim, CA 92802.

JURISDICTION AND VENUE

3. This is an action for unfair competition arising under section 43 of the Lanham
Act, 15 U.S.C. § 1125(a)

4, This Court has subject matter jurisdiction in this action pursuant to 15 U.S.C. §

1121, and 28 U.S.C. 88 1331 and 1338.

LOTT & FISCHER, PL £ $OKDPEUD &LUFOH  6XLWH t &RUDO *DE
Telephone: (305) 448- f )DFVLPLOHM6191
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5. Venue is proper in the Southern District of Florida pursuant to 28 U.S.C. §
1391(c). Defendant has committed acts of unfair competition in the nature of trademark
infringement in this District and elsewhere in commerce.

FACTUAL BACKGROUND

6. Plaintiff is and has been engaged in the development, manufacture and sale of
tobacco products and has built a successful business in connection therewith.

7. Since at least as early as 1999, under exclusive license from Morfiya, Inc.,
SODLQWLII KDV FRQWLQ X RrK &0 asXhé damidah&elemdéndofis Parks for
tobacco products. Examples of such use are attached as Exhibit A.

8. Since at least as early as 2000, under exclusive license from Morfiya, Inc.,
SODLQWLII KDV FRQWLQXRXVO\ XVH Gaced froduts: Esabripleswf D PDUN
such use are attached as Exhibit B.

9. 7KH QDWXUH DQG HIWHQW RI 3O0DLQWLIITV XVH RI WK
website, www.drewestate.com.

10. Plaintiff has also developed a line of shisha tobacco products in conjunction with
Starbuzz Tobacco, Inc., pursuant to its exclusive license from Morfiya, Inc., which products have
been sold under the mark ACID SHISHA BY STARBUZZ. The nature and extent of the ACID
shisha tobacco line can be seen at the website, www.acidshisha.com.

11. Drew Estates is authorized by its exclusive license to protect the ACID marks.

12. 7KH 3%$&,'"" DQG 33%&,"' &,*$56" PDUNV DUH LQKHUHQWO\

13. 7KH 3%$&,'"" DQG 3%$&,' &,*$56° PDUNV KDYH DFKLHYHG F

virtue of continuous and substantially exclusive use and extensive use on tobacco products.

2

LOTT & FISCHER, PL % $OKDPEUD &LUFOH f 6XLWH $ &RUDO *DE
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14.  Plaintiff has built extensive goodwill in connection with the ACID marks for
tobacco products.

15.  Prior to November 24, 2009, a representative from Fantasia met with Joseph
SHLFKHQEDFK 'UHZ (\eddp Whd A¥IDFbtaHDand Lthé lposBibility of a line of
ACID shisha products was discussed during this meeting. The Fantasia representative recognized
the strength of the ACID brand and the compatibility of the ACID brand with a shisha tobacco
product. The Fantasia representative left Mr. Reichenbach with samples of Fantasia hookah
products.

16. Fantasia, in its application for registration of the mark SURFER ON ACID claims
to have first used the mark on November 24, 2009. In its application, Serial No. 85/206,113, filed
on December 27, 2010, Fantasia claims to have by that date used the mark on Hookah tobacco;
Molasses tobacco; Smoking tobacco; Tobacco.

17.  Onor about March 24, 2011, Drew Estate demanded in writing that Fantasia
terminate use of the term ACID as a name or mark or part of a name or mark. Fantasia refused to
cease and desist from the conduct complained of by letter dated April 7, 2011.

18.  As of the date of this filing, Fantasia continues to sell, offer to sell, advertise, and
market tobacco products, at least shisha tobacco, under the mark SURFER ON ACID.

19. Fantasia is not authorized or permitted to sell, offer to sell, advertise or market
tobacco products using the ACID mark.

UNFAIR COMPETITION IN VIOLATION OF 15 U.S.C. § 1125(A)
20.  This is a claim for unfair competition in the nature of trademark infringement in

violation of 15 U.S.C. § 1125(a).

3
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21. The allegations of the preceding paragraphs of the Complaint are repeated and re-
alleged as though fully set forth herein.

22. 'HIHQGDQWV XVH RI WXnkarle &np{dnelof hérein is
FRQIXVLQJO\ VLPLODU WR WKH 30ODLQWLIIYfV $&,0PDUNV LQ VI
impression. Such use unlawfully exploits the commercial value Drew Estate has developed in the
ACID marks, and is likely cause confusion, or to cause mistake, or to deceive as to its affiliation
RU DVVRFLDWLRQ ZLWK 'UHZ (VWDWH DQG DV WR WKH RULJLC
product and as to the approval of such product by Drew Estate.

23. The SURFER ON ACID mark incorporatesthe RO H RI 3ODLQWLIITV $&,°'
DQG DSSHQGV 3685)(5 21 ~ 7KH DGGLWLRQ RI 3685)(5 21° DQG
3&,*$56° WR WKH PDUN RI 5HJLVWUDWLRQ 1R GRHV QF
VLPLODULW\ EHWZHHQ WKH SDUWLHVY PDUNYV

24.  The goods of Fantasia are closely related to the goods of Drew Estate sold under
the ACID marks, in that the goods of both are tobacco products.

25.  Cigar products and shisha and other tobacco products are sold and promoted
through overlapping trade channels and purchased by the same and overlapping classes of
purchasers. Examples of the overlapping trade channels are attached as Exhibit C.

26. 6KLVKD WREDFFR LV ZLWKLQ 'UHZ (VWDWHYV H[SHFW|
Estate has expanded its tobacco offerings to include shisha tobacco.

27.  Customers would expect shisha and other forms of tobacco, including cigars, to
come from the same and related sources. Examples of such use of the same mark on cigars and

other tobacco products are attached as Exhibit D.

4

LOTT & FISCHER, PL % $OKDPEUD &LUFOH f 6XLWH $ &RUDO *DE
Telephone(305) 448- Facsimile: (305) 446-6191



Case 1:11-cv-21900-XXXX Document1l Entered on FLSD Docket 05/25/2011 Page 5 of 6

28. Fantasia itself has in fact demonstrated the relatedness between cigars and shisha
WREDFFR GXULQJ LWV PHHWLQJ ZLWK -RVHEHUHILRKB QE D
Fantasia representative noted the compatibility of the ACID cigar brand with shisha tobacco.

29. ) D Q W antiribgoMuse of the SURFER ON ACID mark in connection with its
tobacco product is likely to cause and is causing Drew Estate substantial and irreparable injury,
depriving Drew Estate of its right to determine the manner in which the ACID marks are
represented to the general public through merchandising and marketing of tobacco products.

30. Fantasia was aware of the strength of the ACID mark and the relatedness of cigars
DQG VKLVKD WREDFFR SULRU WR LWV XVH RI WKH@85)(5 21 $
continued use of the ACID mark as a component of a mark in connection with tobacco products
is in bad faith, willful and intentional.

31. Drew Estate has no adequate remedy at law.

PRAYER FOR RELIEF

WHEREFORE, Plaintiff Drew Estate Holding Company LLC respectfully requests that

this Court:
1. Enter judgment in favor of Plaintiff and against Defendant on the Complaint;
2. Permanently enjoin and restrain Defendant, its officers, agents, employees and all

other persons in active concert or participation with Defendant from:
a. Use of the SURFER ON ACID mark, and any phonetic equivalent thereof;
b. Engaging in any other conduct that will cause, or is likely to cause,
confusion, mistake or misunderstanding as to the affiliation, connection, association, origin,

sponsorshipoDSSURYDO RI LWV SURGXFWV ZLWK WKH 30DLQWLII

5
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3. Order an accounting against Defendant for all profits received from the sale of
goods, directly or indirectly, in connection with, advertised, or promoted in any manner, by use
of the mark SURFER ON ACID in the United States;

4, $zZDUG 30DLQWLII LWY DWWRUQH\VYT IHHV FRVWV DQ
8§ 1117, and such other relief as the Court deems appropriate under the circumstances; and

5. Grant such further relief as this Court deems just and appropriate.
Date: May 25, 2011 Respectfully submitted,

LOTT & FISCHER, PL

s/Leslie J. Lott

Florida Bar No. 182196
E-mail{LILott@Iottfischer.com
Ury Fischer

Florida Bar No. 048534
E-mail{UFischer@lottfischer.com
355 Alhambra Circle, Suite 1100
Coral Gables, FL 33134
Telephone: 305-448-7089
Facsimile: 305-446-6191

and

ECKERT SEAMANS CHERIN & MELLOTT, LLC
Michael D. Ecker

(application for admission pro hac vice to be filed)
Roberta Jacobs-Meadway

(application for admission pro hac vice to be filed)
Desiree L. Wilfong

(application for admission pro hac vice to be filed)
Two Liberty Place, 22nd Floor

50 South 16th Street

Philadelphia, PA 19102

Telephone: 215-851-8400

Facsimile: 215-851-8383

Attorneys for Drew Estate Holding Company LLC
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AO 440 (Rev. 02/09) Summons in a Civil Action

UNITED STATES DISTRICT COURT

for the
Southern District of Florida

Drew Estate Holding Company LLC

Plaintiff

Vv

. Civil Action No.
Fantasia Distribution, Inc.

N N N N

Defendant
SUMMONS IN A CIVIL ACTION

To: (Defendant’'s name and addres§antasia Distribution, Inc.
1556 West Embassy Street
Anaheim, California 92802

A lawsuit has been filed against you.

Within 20 days after service of this summons on you (not counting the day you received it) — or 60 days if you
are the United States or a United States agency, or an affieenployee of the United States described in Fed. R. Civ.
P. 12 (a)(2) or (3) — you must serve on the plaintiff an answer to the attached complaint or a motion under Rule 12 of
the Federal Rules of Civil Procedure. The answer oramatiust be served on the plaintiff or plaintiff's attorney,
whose name and address areteslie J. Lott, Esq.
Lott & Fischer, PL
355 Alhambra Circle, Suite 1100
Coral Gables, Florida 33134

If you fail to respond, judgment by default will be entered against you for the relief demanded in the complaint.
You also must file your answer or motion with the court.

CLERK OF COURT

Date:
Signature of Clerk or Deputy Clerk
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AO 440 (Rev. 02/09) Summons in a Civil Action (Page 2)

Civil Action No.

PROOF OF SERVICE
(This section should not be filed with the court unless required by Fed. R. Civ. P. 4(l))

This summons fofhame of individual and title, if any)

was received by me qaate)

u | personally served the summons on the individugliade)

on (date) ;or

u | left the summons at the individual's residence or usual place of abod@antith

, a person of suitable age and discretion who resides there,

on (date) , and mailed a copy to the individual's last known address; or
u | served the summons @fame of individual) , who is
designated by law to accept service of process on beh@a#af of organization)
on (date) ; or
u | returned the summons unexecuted because ; or

u Other(specify):

My fees are $ for travel and $ for services, for a total of oo

| declare under penalty of perjury that this information is true.

Date:

Server’s signature

Printed name and title

Server's address

Additional information regarding attempted service, etc:
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EXHIBIT A
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?

DREW ESTAITE
888-224-6376
www.acidcigar.com

DREW ESTATE
888-224-6376
www.acidcigar.com

DREW ESTATE
888-224-6376
www.acidcigar.com




Case 1:11-cv-21900-XXXX Document 1-3 Entered on FLSD Docket 05/25/2011 Page 5 of 71

75942912
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750642912
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. ondis, 1400cc, Kang and Wafe ara all mainstays.
with their oallaw swoet blends and captivating
aromas. Ringad in metallic blys, this ine is the
. careful combination of the finast mil cigar

L {ohacens and aromatic Hending. Thess

cigars am tha smakes of choics by

Drew Estate Blog | Drew Estate Events |Join to Our Mailing List

http://www.drewestate.com/ 4/19/2011



BoanBstpie {5 BEDIIAAELI886cument 1-3  Entered on FLSD Docket 05/25/2011 5854 26 b

7]

http://www.drewestate.com/

71
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ACID RED'S fiery banas
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